REMARKS 


This Amendment is responsive to the Office Action dated August 15, 1995. Claims 1-57 
were pending and the Office Action rejected all claims. 

The title was objected to and the Applicants have provided a new title. 

Claims 1-5, 13-19, 28-36, 44-46, 54, and 55 were rejected under 35 U.S.C. § 112, 
second paragraph, as being indefinite. Applicants have amended the noted phrases "customized" 
and "both" and the claims should now satisfy 35 U.S.C. § 112. However, Applicants have not 
changed "a direction" or "a user's direction" as these are not indefinite, since a "direction" is 
an "instruction for doing, operating, using, preparing, etc." (Webster's New Universal 
Unabridged Dictionary). Applicants are using the words in the sense of this definition. 
Therefore, Claims 3 and 13 should satisfy 35 U.S.C. § 112, second paragraph. 

Claims 1-5, 13-36, 44-57 were rejected under 35 U.S.C. § 103 as being unpatentable 
over Harmon in view of Sebesta and Killian et al. (U.S. Patent No. 5,420,992). The Office 
Action incorporated the rejection of the claims from the previous Office Action, and further 
provided Killian et al. to support the obviousness rejection. Applicants respectfully contend that 
Killian et al. does not teach "N being input by a user during an execution of the program 
converting unit, the value of N selected depending on the size of the source program," as 
claimed in amended Claim 1. Claims 1, 6, 11, 13, 20, and 27 all claim a user input. The 
reference cited by the Office Action, Col. 3, lines 33-55 of Killian et al. simply does not teach- 
any user input to a "program converting unit" (i.e. a compiler) during the execution of the 
compiler. The user input N is the desired address length of the resulting outputted machine 
language program. The present invention takes a user input N, the address length, and then 
generates a machine language program from the source program which utilizes N-bit addressing. 
The cited reference only refers to a hardware implementation in which the address size can be 
determined at the design stage of the microprocessor, but is then fixed . The reference does not 
teach having a user input for a compiler to specify the address length of the outputted machine 
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language program. This element of the claimed invention is not taught by any of the references 

cited in the Office Actions and, therefore, the Office Action has not established a prima facie 

case of obviousness. As stated in Ex Parte Clapp . 227 U.S.P.Q. 972, 973 (Bd. of App. 1985): 

To support the conclusion that the claimed combination is directed to 
obvious subject matter, either the references must expressly or impliedly suggest 
the claimed combination or the examiner must present a convincing line of 
reasoning as to why the artisan would have found the claimed invention to have 
been obvious in light of the teachings of the references. 

Furthermore, neither Harmon nor Killian et al. teach an "option direction means for 
holding a user's direction for an overflow compensation" in combination with a "prohibition 
means for prohibiting a generation of a compensation instruction by the compensate instruction 
generating means when the option directing means is storing an indication denoting not to 
compensate" as claimed in amended Claims 13, 20, and 27. The disclosure of Killian et al. 
cited by the Office Action in support of the rejection refers to a hardware implementation of an 
overflow detection/compensation circuit (Cols. 16 and 17). The reference does not teach having 
a user direction determine whether to prohibit the generation of a compensate instruction. 
Therefore, the rejection under 35 U.S.C. § 103 should not be upheld, since the combination of 
Killian et al., Harmon, and Sebesta does not disclose these claimed elements of Applicants' 
invention. Finally, the argument in the first Office Action that it would be obvious "to supply 
user specified overflow compensation to make the compiler more automatic" (p. 6) is without 
support in the prior art and is not directed toward Applicants' invention of reducing program size 
and execution time by allowing the user to specify whether to compensate or not. 

Claims 28-36 have been rejected under 35 U.S.C. § 103. As stated in amended 
Claim 28, the bit length of the address bus and other components of a processor are determined 
based on the address bus width of the memory means. The processor has the minimum 
hardware necessary to run a program having a user selected program size. This results in 
reduced chip area and power consumption. Furthermore, as long as the address calculations are 
performed using N bits, where N is greater than the data width M, there will be no reduction 
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in performance of the processor for any N>M selected by the user. The prior art does not 
disclose designing a minimum hardware construction based on the size of the user's program. 
Therefore, claims 28 to 36 should be allowed. 

Claim 44 and 47 claim the feature of determining whether to zero or sign extend based 
on the type of storage register designated. This feature is not disclosed in the prior art, nor 
would it have been obvious and, contrary to the Office Action's conclusion, these elements are 
stated in the claims. See for example, Claim 44, lines 11-22 or Claim 47, lines 16-24. 

Applicants respectfully request the rejections be reconsidered in light of the above 
arguments and that the claims be allowed. 

Claims 6-12 and 37-43 have been rejected under 35 U.S.C. § 103 as being unpatentable 
over Harmon and Sebesta as incorporated from the first Office Action. Claims 6-12 should be 
allowable for at least the reasons stated above. In response to Applicants' arguments in the first 
Office Action in regard to Claims 37-43, the second Office Action stated "a protocol where the 
number of bits to be transmitted is designated according to an external indication' is not stated 
in the claims." However, the Applicants respectfully submit that this feature is stated in the 
claims as "external-access-width control means" and "external-access executing means" as 
claimed in Claim 37. The Office Actions have provided no prior art references to support the 
conclusion that the "external-access-width control means" is obvious. Therefore, Claims 37-43 
should be allowed. 

With regard to Claims 51-55, Claims 51-53 are method claims relating to the process-"'" 
disclosed by Claims 44-50, and should be allowable for at least the reasons stated above. As 
to Claims 54 and 55, the limitations on which the Applicants relied in the first Amendment'are 
explicitly stated in the claims, contrary to the Office Action, paragraph 7.6. In Claim 54, the 
Applicants have claimed "a plurality of flag storing means, each for storing a corresponding flag 
group" and, therefore, there are a plurality of flag groups. Applicants again contend that the 
prior art of record does not disclose or suggest the claimed combination, including a plurality 
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of flag storing means, the flag selecting means, and the branch storing means. Therefore, 
Claim 54 should be allowed. 

It is respectfully submitted that the case is now in condition for allowance, and an early 
notification of the same is requested. If the Examiner believes that a telephone interview will 
help further the prosecution of this case, Applicants respectfully request that the undersigned 
attorney be contacted at the listed telephone number. 
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